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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

IŶ the Matteƌ of ‘egistƌatioŶ No. ϰϮϭϮϵϳϭ 

Maƌk: “OFTWA‘E F‘EEDOM CON“E‘VANCY 

‘egistƌatioŶ date: “epteŵďeƌ Ϯϱ, ϮϬϭϮ 

 

“oftǁaƌe Fƌeedoŵ Laǁ CeŶteƌ   

PetitioŶeƌ,   

ǀ.  CaŶĐellatioŶ No. ϵϮϬϲϲϵϲϴ 

“oftǁaƌe Fƌeedoŵ CoŶseƌǀaŶĐǇ, IŶĐ.   

‘egistƌaŶt.   

 

REGISTRANT’S MOTION TO AMEND ITS ANSWER TO ADD A COUNTERCLAIM 

PuƌsuaŶt to ‘ule ϭϱ;aͿ, Fed. ‘. Ciǀ. P. aŶd Tƌadeŵaƌk ‘ule Ϯ.ϭϭϱ, ‘egistƌaŶt “oftǁaƌe Fƌeedoŵ 

CoŶseƌǀaŶĐǇ, IŶĐ. ;͞CoŶseƌǀaŶĐǇ͟Ϳ ŵoǀes the Tƌadeŵaƌk Tƌial aŶd Appeal Boaƌd ;͞Boaƌd͟Ϳ foƌ leaǀe to 

aŵeŶd its AŵeŶded AŶsǁeƌ1 to add a ĐouŶteƌĐlaiŵ. Eǆhiďit A, attaĐhed heƌeto, is a ĐopǇ of the pƌoposed 

AŵeŶded AŶsǁeƌ aŶd CouŶteƌĐlaiŵ.2 IŶ its pƌoposed ĐouŶteƌĐlaiŵ, ‘egistƌaŶt seeks ĐaŶĐellatioŶ of 

PetitioŶeƌ “oftǁaƌe Fƌeedoŵ Laǁ CeŶteƌ, IŶĐ.͛s ;͞“FLC͟Ϳ U.“. ‘egistƌatioŶ No. ϯ,ϵϭϯ,ϵϳϵ foƌ the ŵaƌk 

“OFTWA‘E F‘EEDOM LAW CENTE‘, a ƌegistƌatioŶ upoŶ ǁhiĐh PetitioŶeƌ ƌelies as a ďasis foƌ the iŶstaŶt 

                                                           

1 The AŵeŶded AŶsǁeƌ, ϭϰ TTAB ϭϭ-ϭϱ, is the ĐuƌƌeŶt opeƌatiǀe aŶsǁeƌ. See ϭϵ TTABUE ϭϬ-ϭϭ.  
2 The pƌoposed AŵeŶded AŶsǁeƌ aŶd CouŶteƌĐlaiŵ also oŵits oŶe affiƌŵatiǀe defeŶse that the 

Boaƌd stƌuĐk iŶ its ƌuliŶg gƌaŶtiŶg the ŵotioŶ to aŵeŶd the AŶsǁeƌ. See ϭϵ TTABUE ϭϭ ;͞The Boaƌd sua 
spoŶte stƌikes the putatiǀe ͚affiƌŵatiǀe defeŶse͛ of failuƌe to state a Đlaiŵ upoŶ ǁhiĐh ƌelief ĐaŶ ďe 
gƌaŶted.͟Ϳ. Eǆhiďit B is a ĐleaŶ, sigŶed ĐopǇ of the AŵeŶded AŶsǁeƌ aŶd CouŶteƌĐlaiŵ. 
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pƌoĐeediŶg seekiŶg ĐaŶĐellatioŶ of CoŶseƌǀaŶĐǇ͛s ƌegistƌatioŶ foƌ “OFTWA‘E F‘EEDOM CON“E‘VANCY. 

The ĐouŶteƌĐlaiŵ alleges that the ƌegistƌatioŶ foƌ the ŵaƌk “OFTWA‘E F‘EEDOM LAW CENTE‘ is iŶǀalid 

ďeĐause the ŵaƌk is geŶeƌiĐ. 

Foƌ the ƌeasoŶs set foƌth ďeloǁ, ‘egistƌaŶt asks that the Boaƌd gƌaŶt this ŵotioŶ. 

ARGUMENT 

Fed. ‘. Ciǀ. P. ϭϱ;aͿ, ŵade appliĐaďle to iŶteƌ paƌtes pƌoĐeediŶgs ďǇ Tƌadeŵaƌk ‘ule Ϯ.ϭϭϲ;aͿ, 

eŶĐouƌages the Boaƌd to look faǀoƌaďlǇ oŶ ŵotioŶs to aŵeŶd pleadiŶgs, statiŶg that ͞the Đouƌt should 

fƌeelǇ giǀe leaǀe ǁheŶ justiĐe so ƌeƋuiƌes.͟ IŶ geŶeƌal, the Boaƌd ǁill giǀe leaǀe to aŵeŶd ͞uŶless theƌe 

has ďeeŶ uŶdue delaǇ that ǁould pƌejudiĐe the ŶoŶŵoǀiŶg paƌtǇ, the ŵoǀiŶg paƌtǇ has aĐted iŶ ďad 

faith, oƌ the aŵeŶdŵeŶt ǁould ďe futile.͟ Jiǀe Softǁare, IŶĐ. ǀ. Jiǀe CoŵŵĐ'Ŷs, IŶĐ., ϭϮϱ U.“.P.Q.Ϯd ϭϭϳϱ, 

ϭϭϳϳ ;TTAB ϮϬϭϳͿ. 

A. BeĐause of the UŶusual PƌoĐeduƌal Postuƌe of the 
CaŶĐellatioŶ, Theƌe has BeeŶ No UŶdue DelaǇ ďǇ ‘egistƌaŶt iŶ 
BƌiŶgiŶg its CouŶteƌĐlaiŵs 

“FLC filed a petitioŶ to ĐaŶĐel the ‘egistƌaŶt͛s tƌadeŵaƌk ƌegistƌatioŶ oŶe ǁoƌkiŶg daǇ shǇ of the 

fiǀe Ǉeaƌ aŶŶiǀeƌsaƌǇ of that ƌegistƌatioŶ. “FLC filed the petitioŶ agaiŶst aŶ eŶtitǇ it had foƌŵed aŶd 

Ŷaŵed aŶd ǁith ǁhiĐh it Đo-eǆisted foƌ oǀeƌ ϭϬ Ǉeaƌs. These faĐts, as ǁell as otheƌ faĐts as eǆplaiŶed iŶ 

ŵuĐh ŵoƌe detail iŶ otheƌ filiŶgs iŶ this pƌoĐeediŶg, led to the oďǀious affiƌŵatiǀe defeŶses of laĐhes, 

aĐƋuiesĐeŶĐe aŶd eƋuitaďle estoppel. CoŶseƌǀaŶĐǇ theƌefoƌe filed aŶ eaƌlǇ MotioŶ foƌ “uŵŵaƌǇ 
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JudgŵeŶt.3 The ŵotioŶ ǁas iŶitiallǇ deŶied oŶ the ďasis that CoŶseƌǀaŶĐǇ had Ŷot adeƋuatelǇ pleaded 

the defeŶses iŶ its oƌigiŶal AŶsǁeƌ.4 Theƌe ǁas fuƌtheƌ ŵotioŶ pƌaĐtiĐe oŶ a failed effoƌt ďǇ “FLC to 

aŵeŶd its petitioŶ,5 afteƌ ǁhiĐh CoŶseƌǀaŶĐǇ suĐĐessfullǇ aŵeŶded it AŶsǁeƌ6 aŶd ƋuiĐklǇ filed the 

MotioŶ foƌ “uŵŵaƌǇ JudgŵeŶt agaiŶ.7 ‘atheƌ thaŶ opposiŶg the ŵotioŶ, “FLC filed a ŵotioŶ seekiŶg 

additioŶal disĐoǀeƌǇ.8 IŶ ƌespoŶse, oŶ JaŶuaƌǇ ϭϱ, ϮϬϭϵ the Boaƌd took the uŶusual step of ŵootiŶg the 

disĐoǀeƌǇ ŵotioŶ aŶd deŶǇiŶg the MotioŶ foƌ “uŵŵaƌǇ JudgŵeŶt ǁithout aŶǇ ƌespoŶsiǀe ďƌief haǀiŶg 

ďeeŶ filed.9 A feǁ daǇs lateƌ, oŶ JaŶuaƌǇ Ϯϭ, ϮϬϭϵ, CoŶseƌǀaŶĐǇ filed a ‘eƋuest foƌ ‘eĐoŶsideƌatioŶ,10 

ǁhiĐh is Ŷoǁ fullǇ ďƌiefed.11 BeĐause the Boaƌd did Ŷot suspeŶd the pƌoĐeediŶg iŶ ƌespoŶse to the 

‘eƋuest foƌ ‘eĐoŶsideƌatioŶ, oŶ MaƌĐh ϲ, ϮϬϭϵ CoŶseƌǀaŶĐǇ filed a MotioŶ to “uspeŶd peŶdiŶg 

dispositioŶ of the ‘eƋuest foƌ ‘eĐoŶsideƌatioŶ;12 hoǁeǀeƌ, the Boaƌd has Ŷot Ǉet suspeŶded the 

pƌoĐeediŶgs. 

                                                           

3 ϲ TTABVUE. 
4 ϴ TTABVUE. 
5 ϵ TTABVUE, ϭϯ TTABVUE ;iŶĐoƌƌeĐtlǇ statiŶg ͞D MOT DENIIED [siĐ],͟ it ǁas PetitioŶeƌ͛s ŵotioŶ 

that ǁas deŶiedͿ. 
6 ϭϵ TTABVUE. 
7 ϮϬ TTABVUE. 
8 Ϯϰ TTABVUE. 
9 Ϯϴ TTABVUE. 
10 Ϯϵ TTABVUE. 
11 ϯϬ TTABVUE; ϯϭ TTABUE. 
12 ϯϮ TTABVUE. The ŵotioŶ ǁas opposed at ϯϯ TTABVUE. 
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Although this aĐtioŶ ǁas filed oŶ “epteŵďeƌ ϮϮ, ϮϬϭϳ, it is still iŶ its eaƌlǇ stages. The sĐhedule 

has ďeeŶ ƌeset tǁiĐe,13 eaĐh tiŵe staƌtiŶg ǁith the deadliŶe foƌ iŶitial disĐlosuƌes.14 EǀeŶ ǁithout 

gƌaŶtiŶg CoŶseƌǀaŶĐǇ͛s MotioŶ to “uspeŶd ǁhile the Boaƌd ĐoŶsideƌs the ‘eƋuest foƌ ‘eĐoŶsideƌatioŶ, 

as it ĐuƌƌeŶtlǇ staŶds disĐoǀeƌǇ does Ŷot Đlose uŶtil JulǇ ϭϯ, ϮϬϭϵ.15  

CoŶseƌǀaŶĐǇ had hoped that the ŵatteƌ Đould ďe ƌesolǀed oŶ its eaƌlǇ MotioŶ foƌ “uŵŵaƌǇ 

JudgŵeŶt. The ŵotioŶ ǁas ďased solelǇ oŶ eƋuitaďle defeŶses, so it ǁas Ŷot ŶeĐessaƌǇ to ƌeaĐh the 

ǀaliditǇ of the “FLC ƌegistƌatioŶ iŶ oƌdeƌ to haǀe a fiŶal ƌesolutioŶ of the Đase. CoŶseƌǀaŶĐǇ theƌefoƌe 

eleĐted Ŷot to ŵultiplǇ oƌ eǆpaŶd this pƌoĐeediŶg ďǇ filiŶg a ĐouŶteƌĐlaiŵ ĐhalleŶgiŶg the ǀaliditǇ of the 

“FLC ƌegistƌatioŶ ǁith its iŶitial AŶsǁeƌ, ďelieǀiŶg  that the pƌoĐeediŶg Đould haǀe a fiŶal dispositioŶ upoŶ 

a faǀoƌaďle outĐoŵe oŶ the MotioŶ foƌ “uŵŵaƌǇ JudgŵeŶt. Hoǁeǀeƌ, ďeĐause the Boaƌd has deŶied the 

MotioŶ foƌ “uŵŵaƌǇ JudgŵeŶt aŶd the pƌoĐeediŶgs haǀe Ŷot ďeeŶ staǇed ǁhile it is ďeiŶg ƌeĐoŶsideƌed, 

CoŶseƌǀaŶĐǇ is Đoŵpelled at this tiŵe  to ask the Boaƌd foƌ leaǀe to aŵeŶd the AŶsǁeƌ to state a 

ĐouŶteƌĐlaiŵ foƌ ĐaŶĐellatioŶ of the asseƌted ƌegistƌatioŶ ǁhile theƌe is still adeƋuate tiŵe foƌ disĐoǀeƌǇ, 

thus aǀoidiŶg uŶdue delaǇ. 

                                                           

13 ϭϯ TTABVUE; Ϯϴ TTABVUE. 
14 ϭϯ TTABVUE ϴ; Ϯϴ TTABVUE ϱ. 
15 Ϯϴ TTABVUE ϱ. 
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B. PetitioŶeƌ Will Not Be PƌejudiĐed If ‘egistƌaŶt is Alloǁed to 
AŵeŶd its PleadiŶgs BeĐause this PƌoĐeediŶg is IŶ Its EaƌlǇ 
“tages 

PetitioŶeƌ ǁill Ŷot ďe pƌejudiĐed ďǇ ‘egistƌaŶt͛s pƌoposed aŵeŶdŵeŶt ďeĐause, as desĐƌiďed 

aďoǀe, this pƌoĐeediŶg is still iŶ its iŶitial stages. Neitheƌ paƌtǇ has Ǉet ĐoŶduĐted aŶǇ depositioŶs aŶd 

the disĐoǀeƌǇ peƌiod is still opeŶ foƌ ŵoƌe thaŶ thƌee ŵoŶths. Thus, PetitioŶeƌ ǁill Ŷot ďe pƌejudiĐed as it 

ǁill haǀe the full aŶd Đoŵplete oppoƌtuŶitǇ to iŶǀestigate aŶd ĐoŶduĐt disĐoǀeƌǇ oŶ ‘egistƌaŶt͛s 

ĐouŶteƌĐlaiŵ. IŶ faĐt, the Boaƌd has alloǁed aŵeŶdŵeŶts to pleadiŶgs at ŵuĐh lateƌ stages thaŶ that 

ƌeƋuested ďǇ ‘egistƌaŶt. See, e.g.,FoĐus Ϯϭ IŶt’l IŶĐ. ǀ. Pola Kasei Kogyo Kaďushiki Kaisha, ϮϮ U“PQϮd 

ϭϯϭϲ, ϭϯϭϴ ;TTAB ϭϵϵϮͿ;gƌaŶtiŶg the ŵotioŶ to add a defeŶse of aďaŶdoŶŵeŶt filed pƌioƌ to opeŶiŶg of 

petitioŶeƌ͛s testiŵoŶǇ peƌiod; it ǁould Ŷot Đause uŶdue pƌejudiĐe ďeĐause the disĐoǀeƌǇ peƌiod Đould ďe 

ƌeopeŶedͿ. 

C. ‘egistƌaŶt Did Ŷot Haǀe Bad Faith oƌ DilatoƌǇ Motiǀe AŶd the 
AŵeŶdŵeŶt Is Not Futile 

BǇ ďƌiŶgiŶg its pƌoposed ĐouŶteƌĐlaiŵ at this stage, theƌe is Ŷo ďad faith oƌ dilatoƌǇ ŵotiǀe oŶ 

the paƌt of the ‘egistƌaŶt. As pƌeǀiouslǇ Ŷoted, the ‘egistƌaŶt tƌied to aǀoid ĐoŵpliĐatiŶg the 

pƌoĐeediŶgs ǁith a ĐouŶteƌĐlaiŵ ǁheŶ the ĐouŶteƌĐlaiŵ ǁas Ŷot geƌŵaŶe to the defeŶse ďeiŶg asseƌted 

iŶ aŶ eaƌlǇ MotioŶ foƌ “uŵŵaƌǇ JudgŵeŶt—iŶ otheƌ ǁoƌds, the ‘egistƌaŶt ǁas aĐtiŶg iŶ good faith, 

tƌǇiŶg to aǀoid eǆpeŶdiŶg ďoth paƌties͛ Đhaƌitaďle ƌesouƌĐes uŶŶeĐessaƌilǇ. The ‘egistƌaŶt ĐoŶtiŶues to 

aĐt iŶ good faith ďǇ ŵoǀiŶg to aŵeŶd the AŶsǁeƌ ǁhile it is still eaƌlǇ iŶ the pƌoĐeediŶgs so that uŶdue 

pƌejudiĐe ĐaŶ ďe aǀoided.  
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AdditioŶallǇ, the pƌoposed ĐouŶteƌĐlaiŵ is Ŷot futile. The ĐouŶteƌĐlaiŵ alleges that the ŵaƌk 

“OFTWA‘E F‘EEDOM LAW CENTE‘ is geŶeƌiĐ. A ĐhalleŶge that a tƌadeŵaƌk is geŶeƌiĐ ĐaŶ ďe ďƌought at 

aŶǇ tiŵe. Tƌadeŵaƌk AĐt of ϭϵϱϲ § ϭϰ;ϯͿ, ϭϱ U.“.C. § ϭϬϲϰ;ϯͿ ;ϮϬϭϮͿ. The petitioŶ foƌ ĐaŶĐellatioŶ is 

pƌeŵised oŶ the Đlaiŵ that “FLC has tƌadeŵaƌk ƌights iŶ “OFTWA‘E F‘EEDOM LAW CENTE‘. If the ŵaƌk 

is iŶstead geŶeƌiĐ, theŶ the petitioŶ to ĐaŶĐel ǁill ďe disŵissed. 

D. JustiĐe ‘eƋuiƌes AlloǁiŶg the CouŶteƌĐlaiŵ 

The Boaƌd has aĐkŶoǁledged that a ŵotioŶ to aŵeŶd to add a ĐoŵpulsoƌǇ ĐouŶteƌĐlaiŵ is Đause 

foƌ gƌeateƌ – Ŷot less – leŶieŶĐǇ iŶ gƌaŶtiŶg leaǀe to aŵeŶd. Jiǀe Softǁare, IŶĐ. ǀ. Jiǀe CoŵŵĐ'Ŷs, IŶĐ., ϭϮϱ 

U.“.P.Q.Ϯd ϭϭϳϱ ;T.T.A.B. ϮϬϭϳͿ, ĐitiŶg ϲ Chaƌles AlaŶ Wƌight, et al., FEDE‘AL P‘ACTICE & P‘OCEDU‘E § ϭϰϯϬ 

;ϯd ed. Apƌil ϮϬϭϳͿͿ. A ǀaliditǇ ĐhalleŶge is also to ďe eŶĐouƌaged ďeĐause it is iŶ the puďliĐ iŶteƌest: ͞if a 

plaiŶtiff͛s ƌegistƌatioŶ is iŶǀalid, it is to the ďeŶefit of the puďliĐ as ǁell as to the defeŶdaŶt to haǀe it 

pƌoŵptlǇ ƌeŵoǀed fƌoŵ the ƌegisteƌ.͟ Id. This is douďlǇ tƌue ǁheƌe the ĐhalleŶge to the ǀaliditǇ of the 

pleaded ƌegistƌatioŶ is that the ŵaƌk is geŶeƌiĐ. See, e.g., Delaǁare Quarries, IŶĐ. ǀ. PlayĐore IP Suď, IŶĐ., 

ϭϬϴ U.“.P.Q.Ϯd ϭϯϯϭ ;T.T.A.B. ϮϬϭϯͿ ;ŶotiŶg that the puďliĐ has aŶ iŶteƌest iŶ ƌiddiŶg the ƌegisteƌ of 

geŶeƌiĐ ŵaƌksͿ.  

NeǁlǇ leaƌŶed faĐts iŶ this Đase deŵoŶstƌate that theƌe is also puďliĐ iŶteƌest iŶ the 

ĐouŶteƌĐlaiŵ. IŶ aŶ eŵail seŶt oŶ MaƌĐh Ϯϴ, ϮϬϭϵ, a settleŵeŶt offeƌ fƌoŵ “FLC deŵaŶded that, iŶ oƌdeƌ 

foƌ “FLC to settle the Đase, the folloǁiŶg ŵust oĐĐuƌ: 

• “FC [CoŶseƌǀaŶĐǇ] ŵust agƌee to ĐaŶĐellatioŶ of U.“. Tƌadeŵaƌk ‘egistƌatioŶ No. ϰϮϭϮϵϳϭ; 
• “FC ŵust agƌee Ŷeǀeƌ to use oƌ seek ƌegistƌatioŶ of aŶǇ ŵaƌk that iŶĐoƌpoƌates a “OFTWA‘E 

F‘EEDOM ĐoŵpoŶeŶt foƌ aŶǇ good oƌ seƌǀiĐe; 
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• “FC ŵust agƌee to disĐoŶtiŶue all uses of “OFTWA‘E F‘EEDOM CON“E‘VANCY ǁithiŶ ϲϬ 
daǇs of eǆeĐutioŶ of aŶ agƌeeŵeŶt; 

• “FC ŵust agƌee Ŷot to ĐhalleŶge aŶd/oƌ ĐoŶtest the ǀaliditǇ of “FLC͛s tƌadeŵaƌk ƌegistƌatioŶs 
that iŶĐoƌpoƌate the teƌŵs “OFTWA‘E F‘EEDOM; 

• “FC ŵust agƌee to disĐoŶtiŶue all uses of “OFTWA‘E F‘EEDOM CON“E‘VANCY ǁithiŶ ϲϬ 
daǇs of eǆeĐutioŶ of aŶ agƌeeŵeŶt; 

• “FC ŵust agƌee to ƌeŶaŵe itself so that the ǁoƌd F‘EEDOM is Ŷot featuƌed iŶ theiƌ Đoƌpoƌate 
Ŷaŵe ǁithiŶ ϲϬ daǇs of eǆeĐutioŶ of aŶ agƌeeŵeŶt; 

• “FC ŵust agƌee to disĐoŶtiŶue use of sfĐoŶseƌǀaŶĐǇ.oƌg aŶd 
softǁaƌefƌeedoŵĐoŶseƌǀaŶĐǇ.oƌg ǁithiŶ ϲϬ daǇs of eǆeĐutioŶ of aŶ agƌeeŵeŶt; aŶd 

• “FLC aŶd “FC ǁill agƌee to a ŵutual ŶoŶ-dispaƌageŵeŶt pƌoǀisioŶ.  

“ee Eǆhiďit C.16
 

The iŵpoƌt of this ĐoŵŵuŶiĐatioŶ is that PetitioŶeƌ is ĐlaiŵiŶg to haǀe eǆĐlusiǀe ƌights iŶ the 

teƌŵ ͞softǁaƌe fƌeedoŵ,͟ to ǁit, ͞“FC ŵust agƌee Ŷeǀeƌ to use oƌ seek ƌegistƌatioŶ of aŶǇ ŵaƌk that 

iŶĐoƌpoƌates a “OFTWA‘E F‘EEDOM ĐoŵpoŶeŶt foƌ aŶǇ good oƌ seƌǀiĐe͟ aŶd ͞“FC ŵust agƌee Ŷot to 

ĐhalleŶge aŶd/oƌ ĐoŶtest the ǀaliditǇ of “FLC͛s tƌadeŵaƌk ƌegistƌatioŶs that iŶĐoƌpoƌate the teƌŵs 

“OFTWA‘E F‘EEDOM͟ ;Ŷot “OFTWA‘E F‘EEDOM LAW CENTE‘, ďut “OFTWA‘E F‘EEDOM peƌ seͿ. “FLC 

is takiŶg the positioŶ that it has eǆĐlusiǀe ƌights iŶ the geŶeƌiĐ teƌŵ ͞softǁaƌe fƌeedoŵ,͟ a teƌŵ iŶ 

ĐoŵŵoŶ use ďǇ the puďliĐ. JustiĐe theƌefoƌe ƌeƋuiƌes that CoŶseƌǀaŶĐǇ haǀe the oppoƌtuŶitǇ to defeŶd a 

geŶeƌiĐ teƌŵ Ŷot oŶlǇ oŶ its oǁŶ ďehalf, ďut also foƌ the softǁaƌe ĐoŵŵuŶitǇ at laƌge. 

                                                           

16 The ĐoŵŵuŶiĐatioŶ is Ŷot ďeiŶg suďŵitted to pƌoǀe oƌ dispƌoǀe the ǀaliditǇ oƌ aŵouŶt of 
“FLC͛s Đlaiŵ oƌ to iŵpeaĐh ďǇ a pƌioƌ iŶĐoŶsisteŶt stateŵeŶt oƌ a ĐoŶtƌadiĐtioŶ. See Fed. ‘. Ciǀ. P. ϰϬϴ. 
‘atheƌ, the eǆhiďit is ďeiŶg suďŵitted to shoǁ that CoŶseƌǀaŶĐǇ oŶlǇ just ďeĐaŵe aǁaƌe that “FLC is 
ĐlaiŵiŶg eǆĐlusiǀe ƌights iŶ the phƌase ͞softǁaƌe fƌeedoŵ.͟ 



 

ϴ 

‘egistƌaŶt ƌespeĐtfullǇ suďŵits that, foƌ the foƌegoiŶg ƌeasoŶs, theƌe has Ŷot ďeeŶ aŶǇ uŶdue 

delaǇ ďǇ ‘egistƌaŶt iŶ ďƌiŶgiŶg this ŵotioŶ to aŵeŶd. The paƌties ǁill Ŷot ďe pƌejudiĐed ďeĐause the Đase 

is still iŶ the disĐoǀeƌǇ peƌiod. The ‘egistƌaŶt͛s eleĐtioŶ Ŷot to file a ĐouŶteƌĐlaiŵ iŶ its iŶitial aŶsǁeƌ ǁas 

to ƌeduĐe the ďuƌdeŶ oŶ the Boaƌd, Ŷot foƌ puƌposes of delaǇ. The aŵeŶdŵeŶt ǁill Ŷot ďe futile ďeĐause 

a suĐĐessful ĐouŶteƌĐlaiŵ ǁill dispose of the eŶtiƌe pƌoĐeediŶg. FiŶallǇ, justiĐe ƌeƋuiƌes that the 

ĐouŶteƌĐlaiŵ ďe alloǁed iŶ the puďliĐ iŶteƌest. 

CONCLUSION 

Based upoŶ the aďoǀe faĐts aŶd laǁ, ‘egistƌaŶt ƌespeĐtfullǇ ƌeƋuests that the Boaƌd gƌaŶt its 

ŵotioŶ to aŵeŶd aŶd add a ĐouŶteƌĐlaiŵ to ĐhalleŶge the ƌegistƌaďilitǇ of PetitioŶeƌ͛s U.“. ‘egistƌatioŶ 

No. ϯ,ϵϭϯ,ϵϳϵ foƌ the ŵaƌk “OFTWA‘E F‘EEDOM LAW CENTE‘. 

 

‘espeĐtfullǇ suďŵitted, 

 

Dated: Apƌil ϵ, ϮϬϭϵ BǇ:        

Paŵela “. Chestek 

Chestek Legal 
PO Boǆ ϮϰϵϮ 

‘aleigh, NC ϮϳϲϬϮ 

AttoƌŶeǇ foƌ ‘egistƌaŶt 
paŵela@Đhesteklegal.Đoŵ 

 

 

  

mailto:pamela@chesteklegal.com
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CeƌtifiĐate of “eƌǀiĐe 

 

I heƌeďǇ ĐeƌtifǇ that a tƌue aŶd Đoŵplete ĐopǇ of the foƌegoiŶg ‘EGI“T‘ANT͛“ MOTION TO 
AMEND THE AN“WE‘ TO ADD A COUNTE‘CLAIM has ďeeŶ seƌǀed oŶ “oftǁaƌe Fƌeedoŵ Laǁ CeŶteƌ oŶ 
Apƌil ϵ, ϮϬϭϵ ďǇ eŵailiŶg a ĐopǇ theƌeof to PetitioŶeƌ͛s ĐouŶsel at ŵishi@softǁaƌefƌeedoŵ.oƌg aŶd 
sŵĐŵahoŶ@ostƌoleŶk.Đoŵ. 

 

Mishi ChoudhaƌǇ 

“oftǁaƌe Fƌeedoŵ Laǁ CeŶteƌ 

PO Boǆ ϮϱϬϴϳϰ 

Neǁ Yoƌk, NY ϭϬϬϮϱ 

 

“eaŶ P. MĐMahoŶ 

OstƌoleŶk Faďeƌ LLP 

ϴϰϱ Thiƌd AǀeŶue, ϴth Flooƌ 

Neǁ Yoƌk, NY ϭϬϬϮϮ 

 

 

 

BǇ:        

Paŵela “. Chestek 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the Matter of Registration No. 4212971 

Mark: SOFTWARE FREEDOM CONSERVANCY 

Registration date: September 25, 2012 

 

Software Freedom Law Center   

Petitioner,   

v.  Cancellation No. 92066968 

Software Freedom Conservancy   

Registrant.   

 

AMENDED ANSWER AND COUNTERCLAIM 

Registrant Software Freedom Conservancy, by its counsel, responds as follow to the Petition to 

Cancel: 

1.  Registrant lacks knowledge and information sufficient to form a belief as to the allegations of 

Paragraph 1 of the Petition to Cancel and therefore denies the same.  

2.  No response required. The registration speaks for itself. 

3.  Registrant lacks knowledge and information sufficient to form a belief as to the allegations of 

Paragraph 3 of the Petition to Cancel and therefore denies the same. 

4.  Denied. 

5.  Denied. 

6.  Denied. 

7.  Admitted. 

8.  Registrant lacks knowledge and information sufficient to form a belief as to the allegations of 

Paragraph 8 of the Petition to Cancel and therefore denies the same.  

9.  Admitted.  
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10.  Admitted, except that the Registrant's certificate of incorporation was filed on March 20, 

2006 and was accepted and sealed by the New York Department of State on April 7, 2006. 

11.  Admitted. 

12.  Admitted. 

13.  Admitted. 

14.  Admitted, except that Mr. Kuhn became Executive Director on October 1, 2010. 

15.  Admitted. 

16.  Admitted. 

17.  No response is required. There is no allegation in Paragraph 17.  

18.  Denied. 

19.  Registrant lacks knowledge and information sufficient to form a belief as to the allegations 

of Paragraph 19 of the Petition to Cancel and therefore denies the same. 

20.  Denied. 

21.  Denied. 

22.  Registrant lacks knowledge and information sufficient to form a belief as to the allegations 

of Paragraph 22 of the Petition to Cancel and therefore denies the same. 

23.  Denied. 

24.  Denied. 

25.  Admitted. 

26.  Admitted. 

27.  Admitted. 

28.  Admitted. 

29.  Admitted. 

30.  Admitted. 



 

3 

31.  Admitted. 

32.  Admitted, except that the statement was made by the signatory, not the Registrant. 

AFFIRMATIVE DEFENSES 

1.  The Petition for Cancellation fails to state a claim upon which relief can be granted. 

2.  Petitioner created Registrant in 2006, chose its name, provided legal services to Registrant for 

many years, and routinely interacted with Registrant from its inception until the present. At no 

time between the publication of Registrant’s trademark on July 10, 2012 and the date of the 
Petition for Cancellation, November 22, 2017, did Petitioner object to Registrant’s registration of 
SOFTWARE FREEDOM CONSERVANCY. Registrant changed its economic position during 

that period by expending significant resources to expand its trade and accrue significant goodwill 

in the mark. Petitioner’s claim is therefore barred by the doctrine of laches. 

3.  Petitioner has affirmatively promoted and encouraged Registrant’s activities from its 
inception until the present, including inviting Registrant’s personnel to speak at its events. As 
recently as May, 2016 the Executive Director of Petitioner stated expressly that he had no 

complaints against Registrant. Petitioner’s claim is therefore barred by the doctrine of 
acquiescence. 

4.  At no time between the publication of the Registrant’s trademark on July 10, 2012 and the 

date of the Petition for Cancellation, November 22, 2017, did Petitioner object to Registrant’s 
registration of SOFTWARE FREEDOM CONSERVANCY. Registrant relied on Petitioner’s 
silence as indicating that Petitioner did not object to Registrant’s use and registration of its mark. 
Registrant changed its economic position during that period by expending significant resources 

to expand its trade and accrue significant goodwill in the mark. Petitioner’s claim is therefore 
barred by the doctrine of equitable estoppel. 

5.  The Executive Director of Petitioner affirmatively stated in May, 2016 that he had no 

complaints against Registrant, only its employees. He subsequently stated on or about November 

22, 2017, after the petition to cancel was filed, that he expects the Registrant to be able to 

continue to use its mark. Therefore, the Petition to Cancel was not filed because of any 

trademark concern, but as a misuse of legal process to harass individuals for unrelated perceived 

wrongs. Petitioner’s claim is therefore barred by the doctrine of unclean hands. 

6.  Registrant is a former client of Petitioner. The same lawyers at Petitioner who represented 

Registrant are now acting as lawyers for Petitioner, adverse to Registrant in a matter substantially 
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related to the work the Petitioner performed for Registrant, namely, the formation and naming of 

Registrant. Petitioner’s claim is therefore barred by the doctrine of unclean hands. 

COUNTERCLAIM FOR CANCELLATION OF REGISTRATION NO. 3,913,979 

 Software Freedom Conservancy, Inc. (ߧConservancyߨ), a 501(c)(3) tax exempt not-for-

profit charity, believes that it has been and will continue to be damaged by U.S. Trademark 

Registration No.3,913,979 for the mark SOFTWARE FREEDOM LAW CENTER, and hereby 

petitions to cancel the same pursuant to § 14(3) of the Trademark Act of 1946, 15 U.S.C. 

§ 1064(3). 

As grounds for cancellation, Petitioner in Counterclaim alleges as follows: 

1. Conservancy is a nonprofit organization, providing administrative, legal and management 

support for Conservancy members’ free and open source software (FOSS) projects, to help 

them better devote their resources to software development and documentation. 

2. Software Freedom Law Center, Inc. (ߧSFLCߨ) is the owner of U.S. Reg. No. 3,913,979 for 

SOFTWARE FREEDOM LAW CENTER, which issued on February 1, 2011 in Class 45 for 

 .(ߨRegistration 979’ߧ the) ߨlegal servicesߧ

3. SFLC has asserted the ’979 Registration in the instant Petition to Cancel Conservancy’s U.S. 
Reg. No. 4,212,971 for SOFTWARE FREEDOM CONSERVANCY on the ground that the 

Conservancy service mark was likely to be confused with the mark of the ’979 Registration. 

4. The genus of the services in the ’979 Registration is, as stated in the registration, ߧlegal 

services.ߨ 

 are terms used to describe software licensed on ߨopen source softwareߧ and ߨFree softwareߧ .5

terms that give the software users certain user rights, sometimes referred to as the ߧFour 

Freedoms.ߨ The terms ߧfree softwareߨ and ߧopen source softwareߨ are used separately and 

also commonly combined into the term ߧfree and open source software.ߨ 

6. The SFLC states on its webpage that ߧits mission [is] to provide pro bono legal services to 

Free and Open Source Software projects ….ߨ 

7. The actual and potential consumers of SFLC’s services are those who are seeking legal 
services relating to FOSS projects. 
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 is the ߨfree softwareߧ ,are synonymous, that is ߨsoftware freedomߧ and ߨFree softwareߧ .8

concrete noun form and ߧsoftware freedomߨ is the same concept expressed as an abstract 

noun. 

9. The Wikipedia page for ߧsoftware freedomߨ redirects to a page titled ߧFree software 

movement.ߨ 

 .is widely used in ordinary speech to refer to free software ߨSoftware freedomߧ .10

11. The Free Software Foundation, a 503(c)(3) nonprofit for which SFLC formerly provided 

legal services, states on every page that it is ߧa charity with a worldwide mission to advance 

software freedom.ߨ 

12. The Open Source Initiative, a California public benefit corporation with 501(c)(3) tax-

exempt status, states on its home page ߧthe OSI champions software freedom in society 

through education, collaboration, and infrastructure, stewarding the Open Source Definition 

(OSD), and preventing abuse of the ideals and ethos inherent to the open source 

movement …. Software freedom is essential to enabling community development of open 

source software.ߨ 

13. On information and belief, SFLC has not challenged use of the term ߧsoftware freedomߨ by 

the entities known as ߧSoftware Freedom Day,ߧ ߨSoftware Freedom Schoolߨ or ߧSoftware 

Freedom Kosovaߨ as part of their names. 

14. SFLC itself uses the term ߧsoftware freedomߨ as a noun identifying what free software 

licenses provide. 

15. A job posting by SFLC stated ߧIn addition, the Attorney will be expected to publish writing 

and make public presentations on topics related to software freedom.ߨ 

16. SFLC-authored conference materials state ߧAs we begin our second decade of working as 

counselors and advocates for software freedom ...ߨ 

17. SFLC's website page for its SFLC Internship Program states ߧApplicants should have a 

demonstrated interest in software freedom and be conversant in legal and technical concepts 

related to free and open source software.ߨ 

18. SFLC's website page for ߧTechnologyߨ states ߧthe Software Freedom Law Center also tries 

to produce useful technology that allows non-profit organizations and law centers to operate 

in software freedom.ߨ 



 

6 

19. A well-regarded 2008 publication by the SFLC, ߧA Legal Issues Primer for Open Source and 

Free Software Projects,ߨ states: 

 e present a starting point for lawyers and risk managers for thinking about the[W]ߧ •

particular, at times counter-intuitive, logic of software freedom.ߨ 

 Some copyleft advocates regard the AGPL as the next logical step toward softwareߧ •

freedom.ߨ 

 ߨ.The default trademark rules are sufficient for most Software Freedom projectsߧ •

20. In its Petition to Cancel, SFLC characterized its mark SOFTWARE FREEDOM LAW 

CENTER as containing the ߧelement 'Software Freedom' at the beginning of the mark, 

followed by a … compound noun.ߨ 

 .is the compound noun to which SFLC was referring ߨLaw Centerߧ .21

 .is a generic term ߨLaw Centerߧ .22

23. Combining the generic term ߧsoftware freedomߨ with ߧlaw centerߨ provides no additional or 

changed meaning. The term as a whole identifies a subclass of legal services provided to 

those who work in the field of software freedom. 

24. The term ߧsoftware freedom law centerߨ is generic for legal services and therefore 

Registration No. 3,913,979 is invalid. 

*** 
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 WHEREFORE, Applicant prays that Registration No. 3,913,979 be cancelled, that the 

Petition to Cancel be dismissed, and that judgment be entered in favor of Registrant against 

Petitioner.   

Respectfully submitted, 

 

 

 By:        

Pamela S. Chestek 

Chestek Legal 

PO Box 2492 

Raleigh, NC 27602 

Attorney for Registrant 

pamela@chesteklegal.com 

  

mailto:pamela@chesteklegal.com
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Certificate of Service 

 

I hereby certify that a true and complete copy of the foregoing Amended Answer and 

Counterclaim has been served on Software Freedom Law Center on April 9, 2019April 4, 2019 

by emailing a copy thereof to Petitioner’s counsel at mishi@softwarefreedom.org and 

smcmahon@ostrolenk.com, via electronic mail to:April 27, 2018mailing said copy on .  

 

Mishi ChoudharyDaniel Byrnes 

Software Freedom Law Center 

435 West 116th Street 

PO Box 250874 

New York, NY 100257 

Email: dbyrnes@softwarefreedom.org 

 

Sean P. McMahon 

Ostrolenk Faber LLP 

845 Third Avenue, 8th Floor 

New York, NY 10022 

 

 

By:        

Pamela S. Chestek 

mailto:mishi@softwarefreedom.org
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the Matter of Registration No. 4212971 

Mark: SOFTWARE FREEDOM CONSERVANCY 

Registration date: September 25, 2012 

 

Software Freedom Law Center   

Petitioner,   

v.  Cancellation No. 92066968 

Software Freedom Conservancy   

Registrant.   

 

AMENDED ANSWER AND COUNTERCLAIM 

Registrant Software Freedom Conservancy, by its counsel, responds as follow to the Petition to 

Cancel: 

1.  Registrant lacks knowledge and information sufficient to form a belief as to the allegations of 

Paragraph 1 of the Petition to Cancel and therefore denies the same.  

2.  No response required. The registration speaks for itself. 

3.  Registrant lacks knowledge and information sufficient to form a belief as to the allegations of 

Paragraph 3 of the Petition to Cancel and therefore denies the same. 

4.  Denied. 

5.  Denied. 

6.  Denied. 

7.  Admitted. 

8.  Registrant lacks knowledge and information sufficient to form a belief as to the allegations of 

Paragraph 8 of the Petition to Cancel and therefore denies the same.  

9.  Admitted.  
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10.  Admitted, except that the Registrant's certificate of incorporation was filed on March 20, 

2006 and was accepted and sealed by the New York Department of State on April 7, 2006. 

11.  Admitted. 

12.  Admitted. 

13.  Admitted. 

14.  Admitted, except that Mr. Kuhn became Executive Director on October 1, 2010. 

15.  Admitted. 

16.  Admitted. 

17.  No response is required. There is no allegation in Paragraph 17.  

18.  Denied. 

19.  Registrant lacks knowledge and information sufficient to form a belief as to the allegations 

of Paragraph 19 of the Petition to Cancel and therefore denies the same. 

20.  Denied. 

21.  Denied. 

22.  Registrant lacks knowledge and information sufficient to form a belief as to the allegations 

of Paragraph 22 of the Petition to Cancel and therefore denies the same. 

23.  Denied. 

24.  Denied. 

25.  Admitted. 

26.  Admitted. 

27.  Admitted. 

28.  Admitted. 

29.  Admitted. 

30.  Admitted. 
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31.  Admitted. 

32.  Admitted, except that the statement was made by the signatory, not the Registrant. 

AFFIRMATIVE DEFENSES 

 

2.  Petitioner created Registrant in 2006, chose its name, provided legal services to Registrant for 

many years, and routinely interacted with Registrant from its inception until the present. At no 

time between the publication of Registrant’s trademark on July 10, 2012 and the date of the 
Petition for Cancellation, November 22, 2017, did Petitioner object to Registrant’s registration of 
SOFTWARE FREEDOM CONSERVANCY. Registrant changed its economic position during 

that period by expending significant resources to expand its trade and accrue significant goodwill 

in the mark. Petitioner’s claim is therefore barred by the doctrine of laches. 

3.  Petitioner has affirmatively promoted and encouraged Registrant’s activities from its 
inception until the present, including inviting Registrant’s personnel to speak at its events. As 
recently as May, 2016 the Executive Director of Petitioner stated expressly that he had no 

complaints against Registrant. Petitioner’s claim is therefore barred by the doctrine of 
acquiescence. 

4.  At no time between the publication of the Registrant’s trademark on July 10, 2012 and the 

date of the Petition for Cancellation, November 22, 2017, did Petitioner object to Registrant’s 
registration of SOFTWARE FREEDOM CONSERVANCY. Registrant relied on Petitioner’s 
silence as indicating that Petitioner did not object to Registrant’s use and registration of its mark. 
Registrant changed its economic position during that period by expending significant resources 

to expand its trade and accrue significant goodwill in the mark. Petitioner’s claim is therefore 
barred by the doctrine of equitable estoppel. 

5.  The Executive Director of Petitioner affirmatively stated in May, 2016 that he had no 

complaints against Registrant, only its employees. He subsequently stated on or about November 

22, 2017, after the petition to cancel was filed, that he expects the Registrant to be able to 

continue to use its mark. Therefore, the Petition to Cancel was not filed because of any 

trademark concern, but as a misuse of legal process to harass individuals for unrelated perceived 

wrongs. Petitioner’s claim is therefore barred by the doctrine of unclean hands. 

6.  Registrant is a former client of Petitioner. The same lawyers at Petitioner who represented 

Registrant are now acting as lawyers for Petitioner, adverse to Registrant in a matter substantially 
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related to the work the Petitioner performed for Registrant, namely, the formation and naming of 

Registrant. Petitioner’s claim is therefore barred by the doctrine of unclean hands. 

COUNTERCLAIM FOR CANCELLATION OF REGISTRATION NO. 3,913,979 

 Software Freedom Conservancy, Inc. (ߧConservancyߨ), a 501(c)(3) tax exempt not-for-

profit charity, believes that it has been and will continue to be damaged by U.S. Trademark 

Registration No.3,913,979 for the mark SOFTWARE FREEDOM LAW CENTER, and hereby 

petitions to cancel the same pursuant to § 14(3) of the Trademark Act of 1946, 15 U.S.C. 

§ 1064(3). 

As grounds for cancellation, Petitioner in Counterclaim alleges as follows: 

1. Conservancy is a nonprofit organization, providing administrative, legal and management 

support for Conservancy members’ free and open source software (FOSS) projects, to help 

them better devote their resources to software development and documentation. 

2. Software Freedom Law Center, Inc. (ߧSFLCߨ) is the owner of U.S. Reg. No. 3,913,979 for 

SOFTWARE FREEDOM LAW CENTER, which issued on February 1, 2011 in Class 45 for 

 .(ߨRegistration 979’ߧ the) ߨlegal servicesߧ

3. SFLC has asserted the ’979 Registration in the instant Petition to Cancel Conservancy’s U.S. 
Reg. No. 4,212,971 for SOFTWARE FREEDOM CONSERVANCY on the ground that the 

Conservancy service mark was likely to be confused with the mark of the ’979 Registration. 

4. The genus of the services in the ’979 Registration is, as stated in the registration, ߧlegal 

services.ߨ 

 are terms used to describe software licensed on ߨopen source softwareߧ and ߨFree softwareߧ .5

terms that give the software users certain user rights, sometimes referred to as the ߧFour 

Freedoms.ߨ The terms ߧfree softwareߨ and ߧopen source softwareߨ are used separately and 

also commonly combined into the term ߧfree and open source software.ߨ 

6. The SFLC states on its webpage that ߧits mission [is] to provide pro bono legal services to 

Free and Open Source Software projects ….ߨ 

7. The actual and potential consumers of SFLC’s services are those who are seeking legal 
services relating to FOSS projects. 
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 is the ߨfree softwareߧ ,are synonymous, that is ߨsoftware freedomߧ and ߨFree softwareߧ .8

concrete noun form and ߧsoftware freedomߨ is the same concept expressed as an abstract 

noun. 

9. The Wikipedia page for ߧsoftware freedomߨ redirects to a page titled ߧFree software 

movement.ߨ 

 .is widely used in ordinary speech to refer to free software ߨSoftware freedomߧ .10

11. The Free Software Foundation, a 503(c)(3) nonprofit for which SFLC formerly provided 

legal services, states on every page that it is ߧa charity with a worldwide mission to advance 

software freedom.ߨ 

12. The Open Source Initiative, a California public benefit corporation with 501(c)(3) tax-

exempt status, states on its home page ߧthe OSI champions software freedom in society 

through education, collaboration, and infrastructure, stewarding the Open Source Definition 

(OSD), and preventing abuse of the ideals and ethos inherent to the open source 

movement …. Software freedom is essential to enabling community development of open 

source software.ߨ 

13. On information and belief, SFLC has not challenged use of the term ߧsoftware freedomߨ by 

the entities known as ߧSoftware Freedom Day,ߧ ߨSoftware Freedom Schoolߨ or ߧSoftware 

Freedom Kosovaߨ as part of their names. 

14. SFLC itself uses the term ߧsoftware freedomߨ as a noun identifying what free software 

licenses provide. 

15. A job posting by SFLC stated ߧIn addition, the Attorney will be expected to publish writing 

and make public presentations on topics related to software freedom.ߨ 

16. SFLC-authored conference materials state ߧAs we begin our second decade of working as 

counselors and advocates for software freedom ...ߨ 

17. SFLC's website page for its SFLC Internship Program states ߧApplicants should have a 

demonstrated interest in software freedom and be conversant in legal and technical concepts 

related to free and open source software.ߨ 

18. SFLC's website page for ߧTechnologyߨ states ߧthe Software Freedom Law Center also tries 

to produce useful technology that allows non-profit organizations and law centers to operate 

in software freedom.ߨ 
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19. A well-regarded 2008 publication by the SFLC, ߧA Legal Issues Primer for Open Source and 

Free Software Projects,ߨ states: 

 e present a starting point for lawyers and risk managers for thinking about the[W]ߧ •

particular, at times counter-intuitive, logic of software freedom.ߨ 

 Some copyleft advocates regard the AGPL as the next logical step toward softwareߧ •

freedom.ߨ 

 ߨ.The default trademark rules are sufficient for most Software Freedom projectsߧ •

20. In its Petition to Cancel, SFLC characterized its mark SOFTWARE FREEDOM LAW 

CENTER as containing the ߧelement 'Software Freedom' at the beginning of the mark, 

followed by a … compound noun.ߨ 

 .is the compound noun to which SFLC was referring ߨLaw Centerߧ .21

 .is a generic term ߨLaw Centerߧ .22

23. Combining the generic term ߧsoftware freedomߨ with ߧlaw centerߨ provides no additional or 

changed meaning. The term as a whole identifies a subclass of legal services provided to 

those who work in the field of software freedom. 

24. The term ߧsoftware freedom law centerߨ is generic for legal services and therefore 

Registration No. 3,913,979 is invalid. 

*** 
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 WHEREFORE, Applicant prays that Registration No. 3,913,979 be cancelled, that the 

Petition to Cancel be dismissed, and that judgment be entered in favor of Registrant against 

Petitioner.   

Respectfully submitted, 

 

 

 By:        

Pamela S. Chestek 

Chestek Legal 

PO Box 2492 

Raleigh, NC 27602 

Attorney for Registrant 

pamela@chesteklegal.com 

  

mailto:pamela@chesteklegal.com
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Certificate of Service 

 

I hereby certify that a true and complete copy of the foregoing Amended Answer and 

Counterclaim has been served on Software Freedom Law Center on April 9, 2019 by emailing a 

copy thereof to Petitioner’s counsel at mishi@softwarefreedom.org and 

smcmahon@ostrolenk.com.  

 

Mishi Choudhary 

Software Freedom Law Center 

 

PO Box 250874 

New York, NY 10025 

 

 

Sean P. McMahon 

Ostrolenk Faber LLP 

845 Third Avenue, 8th Floor 

New York, NY 10022 

 

 

 

 

By:        

Pamela S. Chestek 

mailto:mishi@softwarefreedom.org


Exhibit C 



Subject: So�ware Freedom Law Center v. So�ware Freedom Conservancy - TTAB Cancella�on No.

92066968 - OF Ref.: 7E/6642-2

From: Sean McMahon <smcmahon@ostrolenk.com>

Date: 3/28/2019, 5:50 PM

To: Pamela Chestek <pamela@chesteklegal.com>

CC: "John L. Welch" <John.Welch@WolfGreenfield.com>, Shannon Falloon <sfalloon@ostrolenk.com>

***FOR SETTLEMENT PURPOSES ONLY***

***SUBJECT TO FRE 408***

Dear Pam:

In November we discussed a possible settlement proposal concerning this cancellation proceeding.  SFLC
has now authorized me to propose the following core settlement terms to bring about an amicable resolution
of this matter:

· SFC must agree to cancellation of U.S. Trademark Registration No. 4212971;

· SFC must agree never to use or seek registration of any mark that incorporates a SOFTWARE
FREEDOM component for any good or service;

· SFC must agree to discontinue all uses of SOFTWARE FREEDOM CONSERVANCY within 60 days

of execution of an agreement;

· SFC must agree not to challenge and/or contest the validity of SFLC’s trademark registrations that

incorporate the terms SOFTWARE FREEDOM;

· SFC must agree to discontinue all uses of SOFTWARE FREEDOM CONSERVANCY within 60 days

of execution of an agreement;

· SFC must agree to rename itself so that the word FREEDOM is not featured in their corporate name
within 60 days of execution of an agreement;

· SFC must agree to discontinue use of sfconservancy.org and softwarefreedomconservancy.org within
60 days of execution of an agreement; and

· SFLC and SFC will agree to a mutual non-disparagement provision. 

If the foregoing terms are acceptable, please advise.   I will then prepare a suitable agreement.

Sincerely yours,

Sean P. McMahon

Ostrolenk Faber LLP | Attorneys at Law

845 Third Avenue, 8th Floor
New York, New York 10022
212.596.0502 DIRECT | 212.382.0888 FAX
smcmahon@ostrolenk.com | www.ostrolenk.com

CONFIDENTIALITY NOTICE: This e-mail and any attachments are for the exclusive and confidential use of the intended recipient. If you received this in error,

please do not read, distribute, or take action in reliance upon this message. Instead, please notify us immediately by return e-mail and promptly delete this message

and its attachments from your computer system. We do not waive attorney-client or work product privilege by the transmission of this message.

Software Freedom Law Center v. Software Freedom Conservancy - T...  

1 of 2 4/3/2019, 7:46 PM



Software Freedom Law Center v. Software Freedom Conservancy - T...  

2 of 2 4/3/2019, 7:46 PM


